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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

2. Claim 1 1 is rejected under 35 U.S.C. 112, 2 nd paragraph, as having lack of 
antecedent basis. Claim 11 recites the limitation "Lb interface" in line 17, page 24. 
There is insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-10, 12-15, and 18-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Silver et al. (U.S. Patent 6560457 B1). 

5. In regards to claim 1 , Silver anticipates a base station controller, which uses both 
circuit-switched and packet-switched messages in positioning the subscriber terminal 
(column 8, lines 23-37 and figure 4). In regards to the location of a mobile station within 
the packet-switched network (column 4, lines 40-44), a sequence of messages is 



initiated between the circuit-switched network (column 4, lines 24-30) and the packet- 
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switched network. Furthermore, a tunneled message is forwarded to the base station 
system BSS, which includes a base station controller (column 8, lines 31-34). 
Furthermore, since both circuit-switched and packet-switched networks are involved, it 
is inherent that both types of messaging are involved in the location determination of the 
mobile terminal (Please refer to figure 2 in Silver for a block diagram of the system 
components of the circuit-switched and packet-switched networks). 

6. In regards to claim 2, it is inherent that the positioning of the mobile station 
relates to a location request. Therefore, the relevant disclosure used with regards to 
claim 1 is also applicable to claim 2. 

7. In regards to claim 3, it is inherent that the process of locating the mobile station 
disclosed by Silver is in regards to a subscriber terminal since one would have to 
subscribe to a mobile service in order to use the mobile terminal within the networks. 
Therefore, the relevant disclosure used with regards to claim 1 is also applicable to 
claim 3. 

8. In regards to claim 4, Silver discloses that the circuit-switched network includes 
functional objects such as a home locations register (HLR) and a visitor location register 
(VLR) (column 4 lines 23-39). Since the location centers (either HLR or VLR) are part 
of the circuit-switched network, it is inherent that the connection between the base 
station controller and the switching center is circuit-switched and the other connections 
(i.e. the packet-switched connections) would be packet-switched connections. 

9. In regards to claim 5, it is inherent from Silver that a message is transmitted in a 
packet-switched format to establish a circuit-switched connection. Silver discloses that 
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a tunneled message is forwarded to the base station system BSS, which includes a 
base station controller (column 8, lines 31-34). Furthermore, the packet-switched 
network transmits the message bearing location information data to the circuit-switched 
network. Furthermore, it is well known in the art that a message in a packet format 
has a packet identifier. 

10. In regards to claim 6, since the sequences of messages in regards to the 
locations of the mobile station are transmitted between the circuit and packet-switched 
networks, it is inherent that a correlation exists between the two types of messages. 
Therefore, the relevant disclosure used in regards to claim 5 is also relevant to claim 6. 

11. In regards to claims 7 and 8, since the sequences of messages in regards to the 
locations of the mobile station are transmitted between the circuit and packet-switched 
networks, it is inherent that the forwarding mechanism also involves converting 
messages from one type to another (column 4 lines 23-39). 

12. In regards to claim 9, Silver discloses that the packet-switched network includes 
functional objects typical of those envisioned for the GPRS data transmission network 
(column 4 lines 40-44). Therefore, it is inherent that the packet-switched functionality 
comprises a packet-switched protocol. 

13. In regards to claim 10, Silver discloses that the circuit-switched network includes 
functional objects typical of ANSI systems (column 4 lines 24-25). Therefore, it is 
inherent that the circuit-switched functionality comprises a circuit-switched protocol. 

14. With regards to claim 12, Silver anticipates a location unit for determining the 
position of the mobile station and having a circuit-switched connection between the 
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location center and the base station controller (column 4 lines 23-39). Silver discloses 
that the circuit-switched network includes functional objects such as a home locations 
register (HLR) and a visitor location register (VLR). Since the location centers (either 
HLR or VLR) are part of the circuit-switched network, it is inherent that the connection 
between the base station controller and the switching center is circuit-switched. 

In further regards to claim 12, Silver also anticipates both circuit-switched and 
packet-switched functionality for processing circuit-switched and packet-switched 
messages respectively (column 4 lines 24-25 and column 4 lines 40-44). Silver 
discloses that the circuit-switched network includes functional objects typical of ANSI 
systems and that the packet-switched network includes functional objects typical of 
those envisioned for the GPRS data transmission network. 

In further regards to claim 12, Silver also anticipates means for establishing an 
association between the circuit-switched and the packet-switched messages (column 8 
lines 23-39). Since the sequences of messages in regards to the locations of the 
mobile station are transmitted between the circuit and packet-switched networks, it is 
inherent that a correlation exists between the two types of messages. 

1 5. With regards to claim 13, Silver discloses that the circuit-switched network 
includes functional objects typical of ANSI systems (column 4 lines 24-25). Therefore, it 
is inherent that the circuit-switched functionality comprises a circuit-switched protocol 
stack. 

16. With regards to claim 14, Silver discloses that the packet-switched network 
includes functional objects typical of those envisioned for the GPRS data transmission 
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network (column 4 lines 40-44). Therefore, it is inherent that the packet-switched 
functionality comprises a packet-switched protocol stack. 

17. With regards to claim 15, since the sequences of messages in regards to the 
locations of the mobile station are transmitted between the circuit and packet-switched 
networks, it is inherent that the forwarding mechanism also involves converting 
messages from one type to another (column 4 lines 23-39). Furthermore, the SGSN 
transmits a message to the base station controller in the sequences of messages 
regarding the location of the mobile station and therefore, the base station controller 
acts as a gateway between the two networks. 

In regards to claim 18, it merely claims a system element which is also claimed in 
claim 12, therefore all the relevant disclosure with regards to clam 12 is also relevant to 
claim 18. Silver anticipates circuit-switched functionality for processing circuit-switched 
messages (column 4 lines 24-25). Silver discloses that the circuit-switched network 
includes functional objects typical of ANSI systems. Furthermore, since the sequences 
of messages in regards to the locations of the mobile station are transmitted between 
the circuit and packet-switched networks, it is inherent that a correlation exists between 
the two types of messages and therefore, an association is established (column 8 lines 
23-39). 

18. In regards to claim 19, it merely claims a system element which is also claimed in 
claim 12, therefore all the relevant disclosure with regards to clam 12 is also relevant to 
claim 19. Furthermore, silver anticipates a location unit for determining the position of 
the mobile station and having a circuit-switched connection between the location center 
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and the base station controller (column 4 lines 23-39). Silver discloses that the circuit- 
switched network includes functional objects such as a home locations register (HLR) 
and a visitor location register (VLR). Since the location centers (either HLR or VLR) are 
part of the circuit-switched network, it is inherent that the connection between the base 
station controller and the switching center is circuit-switched. 

In further regards to claim 19, silver anticipates packet-switched functionality for 
establishing a packet-switched connection to the core network (column 4 lines 40-56). 
Silver discloses that the packet-switched network includes functional objects typical of 
those envisioned for the GPRS data transmission network. Furthermore, since the 
packet-switched network includes a SGSN, the presence of a core network element. 
Furthermore, since the sequences of messages in regards to the locations of the mobile 
station are transmitted between the circuit and packet-switched networks, it is inherent 
that a correlation exists between the two types of messages and therefore, an 
association is established (column 8 lines 23-39). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Silver 
et al. (U.S. Patent 6560457 B1 ) in view of Sugirtharaj (U.S. Patent 6678526 B1 ). 
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21 . With regards to claim 16, Silver teaches all the limitations of claim 12 as stated 
above. Silver fails to teach the limitation of having a SS7 protocol in the circuit-switched 
connection. Sugirtharaj teaches the above-mentioned limitation (column 4, lines 51-62). 
The connection between the HLR (home location registry) and the service platform is 
via a SS7 connection. Furthermore, since the circuit-switched network includes 
functional objects of the ANSI systems, the Lb interface is obvious since an ANSI 
standard includes the Lb interface. Therefore, it would be obvious to one skilled in the 
art to incorporate the connection between the base station controller and the location 
center using a SS7 protocol specified by Sugirtharaj. The proper motivation is 
supported by both references, which intend to improve service for a mobile terminal for 
improved access in packet switching as well as circuit-switching networks. 

22. Claim 17 is rejected under 35 U.S.C. 103(a) as being obvious over Silver et al. 
(U.S. Patent 6560457 B1). 

23. In regards to claim 17, it is obvious to one skilled in the art that in order for the 
location center to determine the position of the mobile terminal, a signal must be 
received from the mobile terminal. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jay P. Patel whose telephone number is (571) 272- 
3086. The examiner can normally be reached on M-F 9:00 am - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Q. Ngo can be reached on (571) 272-3139. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



jpp 1/19/2005 
Jay P. Patel 



Assistant Examiner 
Art Unit 2666 




